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Claim 31 is provisionally rejected under 35 U.S.C. 101 as 
claiming the same invention as that of claim 27 of copending 
Application Serial No. 09/934,759. This is a provisional double 
patenting rejection since the conflicting claims have not in fact 
been patented. 

A rejection based on double patenting of the "same 
invention" type finds its support in the language of 35 U.S.C. 
101 which states that "whoever invents or discovers any new and 
useful process ... may obtain a patent therefor ..." (Emphasis 
added). Thus, the term "same invention," in this context, means 
an invention drawn to identical subject matter. See Miller v. 
Eagle Mfg. Co., 151 U.S. 186 (1894); In re Ockert, 245 F.2d 467, 
114 USPQ 330 (CCPA 1957); and In re Vogel, 422 F.2d 438, 164 USPQ 
619 (CCPA 1970) . 

A statutory type (35 U.S.C. 101) double patenting rejection 
can be overcome by canceling or amending the conflicting claims 
so they are no longer coextensive in scope. The filing of a 
terminal disclaimer cannot overcome a double patenting rejection 
based upon 35 U.S.C. 101. 

Claims 1-30 are provisionally rejected under the judicially 
created doctrine of obviousness-type double patenting as being 
unpatentable over claims 1-26 and 28-57 of copending Application 
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Serial No. 09/934,759. Although the conflicting claims are not 
identical, they are not patentably distinct from each other 
because the claims of this application are deemed to be obvious 
variants of the claims recited in copending Application Serial 
No. 09/934,759. 

This is a provisional obviousness-type double patenting 
rejection because the conflicting claims have not in fact been 
patented. 

The nonstatutory double patenting rejection is based on a 
judicially created doctrine grounded in public policy (a policy 
reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by 
a patent and to prevent possible harassment by multiple 
assignees. See In re Goodman, 11 F.3d 1046, 29 USPQ2d 2010 (Fed. 
Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); 
In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970) ;and, In re 
Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 
1.321(c) may be used to overcome an actual or provisional 
rejection based on a nonstatutory double patenting ground 
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provided the conflicting application or patent is shown to be 
commonly owned with this application. See 37 CFR 1.130(b), 

Effective January 1, 1994, a registered attorney or agent of 
record may sign a terminal disclaimer. A terminal disclaimer 
signed by the assignee must fully comply with 37 CFR 3.73(b). 

The following is a quotation of the first paragraph of 35 
U.S.C. 112: 

The specification shall contain a written description of the 
invention, and of the manner and process of making and using 
it, in such full, clear, concise, and exact terms as to enable 
any person skilled in the art to which it pertains, or with 
which it is most nearly connected, to make and use the same 
and shall set forth the best mode contemplated by the inventor 
of carrying out his invention. 

Claims 1-31 are rejected under 35 U.S.C. 112, first 
paragraph, because the specification, while being enabling for 
adsorbent particles having a size of 8 to 45 Tyler mesh (see page 
13, line 21-22), does not reasonably provide enablement for 
adsorbent particles having a size of 8 to 48. Tyler mesh, as 
recited in claims 1, 30 and 31. Accordingly, the specification 
does not enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make 
and/or use the invention commensurate in scope with these claims. 

Claims 18 and 28 are objected to because the terms 
"sectionto" (claim 18, line 2) and "reasorbtion (claim 28, line 
6) appear to be a typographical errors. 
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The following is a quotation of the second paragraph of 35 
U.S.C. 112: 

The specification shall conclude with one or more claims 
particularly pointing out and distinctly claiming the subject 
matter which the applicant regards as his invention. 

Claim 1-29 are rejected under 35 U.S.C. § 112, second 
paragraph, as being indefinite for failing to particularly point 
out and distinctly claim the subject matter which Applicant 
regards as the invention. The terms "suitably" (claim 1, lines 5 
and 9), "acceptable" (claim 1, line 10), "and the same if more 
than one adsorber vessel" (claim 1, lines 14-15), "significant" 
(claim 1, line 27), "significantly lower" (claim 1, line 33), 
"sufficiently" (claim 1, lines 35, 39 and 47), "preferably" 
(claim 1, line 50; and claim 5, line 4), "suitable" (claim 1, 
line 31; claim 4, line 4; claim 14, line 3; and claim 19, line 
2), "may be" (claim 12, line 4), "with possible recycle" (claim 
8, line 5), "with possible routing" (claim 9, line 3), "such as" 
(claim 19, lines 3 and 4; claim 22, line 2; and claim 24, line), 
"other possible" (claim 19, line 3; claim 20, line 4), and "any 
copper strip or doctor test" (claim 21, line 4) are vague, and 
indefinite as to the limitations intended. 

The following is a quotation of 35 U.S.C. 103(a) which forms 
the basis for all obviousness rejections set forth in this Office 
action: 
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(a) A patent may not be obtained though the invention is not identically 
disclosed or described as set forth in section 102 of this title, if the 
differences between the subject matter sought to be patented and the 
prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary 
skill in the art to which said subject matter pertains. Patentability 
shall not be negatived by the manner in which the invention was made. 

Claims 1-3, 5, 10, 12-15, 17-19, 21-23 and 28-31 are 
rejected under 35 U.S.C. 103(a) as being unpatentable over Irvine 
(U.S. Patent No. 5,730,860) in view of O'Connor (U.S. Patent No. 
5,474,671). Irvine discloses a system for purifying a 
hydrocarbon feedstock with a plurality of adsorption, desorption 
and cool-down zones of the type recited. This reference also 
teaches that bed expansion in each adsorption zone should be 
between 8% and 16% (see col. 12, line 13). Accordingly, this 
reference appears to disclose the claimed invention with the 
exception of the recited adsorbent particle size. O'Connor 
discloses a similar process for treating a hydrocarbon liquid 
with an adsorbent material, and teaches the use of adsorbent 
particles having a particle size within the recited range (see 
col. 4, lines 4-5). It would have been obvious to one of 
ordinary skill in the art at the time the invention was made to 
employ adsorbent particles having the recited size range in the 
system of Irvine, since O'Connor teaches that adsorbents for 
hydrocarbon liquids will preferably have this recited particle 
size . 
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Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to I. Cintins 
whose telephone number is (703) 308-3840. The examiner can 
normally be reached on Monday through Friday from 8:30 AM to 5:00 
PM. If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's supervisor, Mr. David Simmons, can 
be reached at (703) 308-1972. 

The fax phone numbers for this art unit are: (703) 872-9311 
for "Official" faxes after Final Rejection; (703) 872-9310 for 
all other "Official" faxes; and (703) 872-9492 for "Draft" and 
other "Unofficial" faxes. 

Any inquiry of a general nature or relating to the status of 
this application should be directed to the Group receptionist 
whose telephone number is (703) 308-0661. 




Ivars C. Cintins 
Primary Examiner 
Art Unit 1724 



I. Cintins 
March 16, 2003 



